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DENI SE COTE, District Judge:

Plaintiff Elements/Jill Schwartz, Inc. (“Elenments”), a
manuf acturer of picture franes and a line of journals, photograph
al buns, and address books, filed this action agai nst defendants
d oriosa Conpany (“Goriosa”) and Goria Pacosa for wllful
copyright infringement under the Copyright Act of 1976, 17 U S.C
8 101, et seq., trade dress infringenent and dilution under the
Lanham Act, 15 U.S.C. § 1125(a) and (c), unfair conpetition under
t he Lanham Act and the common | aw of New York, and for dilution
under New York General Business Law 8 360-1, et seq. On March 6,

2002, plaintiff’s copyright infringenent claimwas dismssed with



prejudi ce. The defendants now nove for sumrmary judgnent as to
the remai ning clains, each of which is based on plaintiff’s
assertion that it has a protectible trade dress. For the reasons
that follow, the defendants’ notion is granted.
BACKGROUND
The followi ng facts, drawn from evidence submitted by the
parties, are undi sputed unless otherw se noted.

The El enents Products

Jill Schwartz (“Schwartz”) started the conpany El enents in
or about 1984, to sell her jewelry designs. |In 1987, she
expanded her designs beyond jewelry to frames and then to books
in or about 1989. Elenents creates books and franes appropriate
for many occasions, including books in the “baby” and “weddi ng”
categories. Elenents copyrights sone of its franme designs.

The El enents Trade Dress

Schwartz characterizes her book covers and franes as
collages. Elenents franes are conposed froma variety of
materials, including resin, paint, paper, ribbon, and findings.

Fi ndi ngs are assorted pieces affixed to a surface -- in this case
the El ements book covers and franes -- such as netal pieces,
buttons, nanme plates, and ribbons. The El enents book covers are
al so conposed of a variety of materials, including paper, fabric,
ri bbon, and findings.

In the Anended Conplaint, the trade dress of the books and
frames is described as “a distinctive selection and arrangenent

of elements including particular types of ribbon such as gi ngham
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decorative non-functional buttons and netal findings of a certain
si ze, a background of nunerous fine patterned handmade or
designed fabrics and/or papers, and an asymetrical coordi nation
of such elements.” In deposition testinony, Schwartz
characterized the trade dress in the Elenents frames and books as
bei ng conposed of the following: (1) two or nore paper, paint, or
fabric surface patterns; (2) division of those two or nore
surface patterns by a ribbon or a finding; and (3) two or nore
different findings in aline. 1n a Declaration submtted in
opposition to this notion, Schwartz nodi fied her description of
the third elenment of the trade dress, stating that three or nore
findings in aline, often with a naneplate or frame as one of the
findings, are the third elenment of the trade dress. According to
Schwartz, within this trade dress, there can be multiple lines of
el ements on the sane franme or book cover, and sone franmes and
books that display the elenments of the trade dress nay al so
i ncl ude additional design el enents.

Not every El enents frane or book includes the design
el enents and configuration described as the El enents trade dress.
Pictures of Elenents’ books and franes that incorporate the trade
dress are interspersed on the pages of the plaintiff’s catal ogs
wi th pictures of books and franmes that do not. Elenents uses
publicly available materials in its book and frane designs,
di scontinues certain franme and al bum nodel s fromyear to year
and periodically adds new styles to its product |ines.

One buyer of Elenents products for retail stores has
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descri bed the aesthetic of the Elenents franmes and books as
having a consistent visual inpression, using a mni numof two
speci al papers or fabrics, ribbon and trimoften acting as a
“visual bridge” between the two or nore papers, and “findings or
netals, bits of pieces and baubl es” which follow the geonetry of
the | ayout of the papers as opposed to being scattered around the
surface. Another buyer of Elenents products for retail stores
descri bed the common configuration and characteristics of

El ements books as foll ows:

They are always covered with paper, usually two

di fferent papers, sonetinmes three or four different
papers. If you |look at the front of the book, it’s
usual |y divided by a ribbon or sonme kind of textural
line. Mybe about a third of the way down on the cover
there are, they always have little doodads, elenents,
jewelry findings, little netal pieces, buttons, glued
on the front of them sonetinmes right across the

ri bbon, and the ribbon is usually horizontal and other
times it is arranged in a different fashion.

They have a | ot of photographs. It could be alittle
photo in a netal frane centered on the al bum or
sonetinmes just a word or wording and a little framed
button kind of thing. Sonetinmes they have ribbons
going on the side binding. Sonetines the paper could
be broken up in |ike one on the bottom and two

di fferent papers divided across the top. But generally
it’s a top and bottom a third, two-thirds. Usually

t he papers are different patterns.

Carol Sedestrom Ross, forner president of Anmerican Craft
Enterprises, the marketing division of the Anerican Craft
Council, and current director of craft marketing for George
Littl e Managenent, the |argest producer of consuner goods trade
shows in the United States, describes the consistent

characteristics of Elenments’ products as the colors used, the



patterning of either the fabric or the paper used, and the netal
el enents applied to the surfaces as decoration. M. Ross further
notes that the El enments designs frequently enploy two patterns of
paper or fabric, usually divided where they neet by ribbon or
ri bbon with netal elenents onit.

Si nce she began naki ng books and franes with the design
el enents descri bed above, Schwartz has objected to the use of
desi gns by ot her manufacturers and designers that enploy the sane
or simlar design elenents, by speaking directly with the
desi gner or manufacturer, or referring the mtter to her
attorneys.

The d oriosa Products

G oria Pacosa (“Pacosa”) has manufactured and sold her own
crafts since 1984. She has made and sold a w de range of
handmade craft itens, including mxed nedia ceramc figurines,
| amps, frames, and al buns, and has exhibited such itens in craft
shows since 1986. For the last five or six years, she has used
t he business name and mark “Goriosa & Co.” doriosa & Co. is a
sole proprietorship located in Ashfield, Missachusetts, and
Pacosa is responsible for decision-nmaking and design at the
conpany.

Pacosa began to concentrate on frames and al buns in 1995.
The frames made by A oriosa in or about 1996 included nore than
one fabric or paper only to the extent that their design included
a fabric mat partially covered by another fabric, thus | eaving a

thin border of different fabric next to the photo wi ndow. The
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design of Pacosa’s al buns al ways i ncluded two fabrics or papers
and ribbons, and in 1999, she began addi ng ornanents such as
buttons, netal findings and other three-dinmensional objects.
Thereafter, in about January 2001, she added these three-

di rensi onal objects to her frane designs. The G oriosa franes
and al buns enconpass a broad range of designs, sone of which

i nclude al one or in conbination, nultiple background surfaces,

ri bbons, netal pieces, and ot her three-dinensional objects. At
the ti nme Pacosa began using three-di nensi onal objects and ribbons
in her al bumand frane designs, she was aware of conpani es using
simlar design elements, including the plaintiff. Pacosa uses
publicly available materials in her book and frane designs,

di scontinues certain frame and al bum nodels fromyear to year
and adds new styles to the G oriosa product |ines.

Conf usi on Bet ween the Products

Jill Schwartz has described instances of actual confusion
bet ween her products and the defendants’ products. On the other
hand, a “mall intercept” survey conducted by the defendants in
whi ch participants were shown six al buns, including one each from
the plaintiff and defendant, concluded that consunmers are likely
to think that al buns that have raised (three-di nensional)
nmetallic items on the cover are nore or less equally likely to
come from any naker or conpany using netallic itens. More
respondents connected the Elenents albumto a product of a third
party than they did to the doriosa al bumand very few

respondents connected the Elenents albumw th the 3 oriosa al bum
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and nothing else. According to the study, respondents answered
by sinply reacting randonmly to a general style involving raised
metal lic objects on the cover of an album rather than to any
particular formor design of those objects.
DISCUSSION

Summary judgnent may not be granted unl ess the subm ssions
of the parties, taken together, “show that there is no genuine
i ssue as to any material fact and that the noving party is
entitled to a judgnment as a matter of law.” Rule 56(c), Fed. R
Cv. P. The substantive | aw governing the case will identify
those issues that are material, and “only disputes over facts
that m ght affect the outcone of the suit under the governing | aw
W Il properly preclude the entry of summary judgnent.” Anderson

v. Liberty Lobby, Inc., 477 U S. 242, 248 (1987). *“A dispute

regarding a material fact is genuine ‘if the evidence is such
that a reasonable jury could return a verdict for the nonnoving

party.’” Munt Vernon Fire Ins. Co. v. Belize NY, Inc., 277 F.3d

232, 236 (2d G r. 2002) (quoting Anderson, 477 U.S. at 248). The
nmovi ng party bears the burden of denonstrating the absence of a
mat eri al factual question, and in making this determ nation, the
Court must view all facts in the Iight nost favorable to the

nonnmovi ng party. Abdu-Brisson v. Delta Airlines, Inc., 239 F.3d

456, 465 (2d Gr.), cert. denied, 122 S. C. 460 (2001). Wen

the noving party has asserted facts show ng that the nonnovant’s
cl ai ms cannot be sustained, the opposing party nust “set forth

specific facts showing that there is a genuine issue for trial,”

7



and cannot rest on the “nere allegations or denials” of his

pl eadings. Fed. R Cv. P. 56(e); see also Goenaga v. March of

Dines Birth Defects Found., 51 F.3d 14, 18 (2d G r. 1995). In

deci di ng whether to grant summary judgnent, this Court mnust,
therefore, determne (1) whether a genuine factual dispute exists
based on the evidence in the record and (2) whether the facts in
di spute are material based on the substantive |aw at issue.

A Trade Dress Infringenent d aim

“To prevail on a Lanham Act infringenent claim a clai mant
must show that it has a valid mark entitled to protection and
that the defendant’s use of it is |likely to cause confusion.”

Mor ni ngside Group Ltd. v. Mirningside Capital Goup, L.L.C, 182

F.3d 133, 137 (2d Gr. 1999) (citation omtted). Wile the

di stinctiveness of word marks, synbols, and even product
packagi ng may be proven by showing either that the mark is

i nherently distinctive or that the mark has acquired secondary
meani ng, the “product design plaintiff . . . nust always make the
second, nore difficult show ng” of secondary neaning. Yurman

Design, Inc. v. PAJ, Inc., 262 F.3d 101, 115 (2d Cr. 2001)

(citing Wal-Mart Stores, Inc. v. Samara Bros., Inc., 529 U S.

205, 213-14 (2000)); see also Knitwaves, Inc. v. Lollytogs Ltd.,

71 F.3d 996, 1008 (2d Cr. 1995). A trademark acquires secondary
meani ng when, “in the mnds of the public, the primary
significance of a mark is to identify the source of the product

rather than the product itself.” Wal-Mart Stores, 529 U. S. at

211 (citation omtted); see also L. & J.G Stickley, Inc. v.
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Canal Dover Furniture Co., 79 F.3d 258, 262 (2d G r. 1996). Put

differently, secondary neani ng exists where “the public is noved
in any degree to buy an article because of its source.” (Cenesee

Brewing Co. v. Stroh Brewing Co., 124 F.3d 137, 143 n.4 (2d Gr

1997) (citation omtted).
A product’s trade dress “enconpasses the overall design and
appear ance that nmake the product identifiable to consuners.”

Nor a Beverages, Inc. v. Perrier Goup of Am, Inc., 269 F.3d 114,

118 (2d Cr. 2001); see also Yurman Design, 262 F.3d at 114; Fun-

Danental Too, Ltd. v. Gemmy Indus. Corp., 111 F.3d 993, 999 (2d

Cr. 1997). As the Suprene Court has recently observed:

The design or packagi ng of a product may acquire a

di stinctiveness which serves to identify the product
with its manufacturer or source; and a design or
package which acquires this secondary neani ng, assum ng
other requisites are net, is a trade dress which may
not be used in a manner likely to cause confusion as to
the origin, sponsorship, or approval of the goods.

Traf Fix Devices, Inc. v. Mtqg. Displays, Inc., 532 U S. 23, 28

(2001).
I n extending protection to product designs, courts are to

exercise “particular ‘caution,’”” Landscape Fornms, Inc. V.

Col unbi a Cascade Co., 113 F.3d 373, 380 (2d Cr. 1997) (quoting

Jeffrey MIstein, Inc. v. Geqgor, Lawor, Roth, Inc., 58 F.3d 27

32 (2d Cr. 1995)), for “alnost invariably, even the nost unusual
of product designs -- such as a cocktail shaker shaped like a
penguin -- is intended not to identify the source” of the
product, “but to render the product itself nore useful or nore

appealing.” Wal-Mart Stores, 529 U S. at 213; see Restatenent
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(Third) of Unfair Conpetition 8 16 cnmt. b at 159 (1995) (*“Product
designs are nore likely to be seen nerely as utilitarian or
ornanental aspects of the goods.”). |In addition, trade dress
clains “raise a potent risk that relief will inpermssibly afford
a level of protection that woul d hanper efforts to market

conpetitive goods.” Yurman Design, 262 F.3d at 115 (citation

omtted). Wiile nost tradenmarks only create a nonopoly in a
word, phrase, or synbol, “granting trade dress protection to an
ordi nary product design would create a nonopoly in the goods

t hensel ves.” Landscape Forns, 113 F.3d at 380. 1In keeping with

this concern, “just as copyright |aw does not protect ideas but
only their concrete expression, neither does trade dress |aw
protect an idea, a concept, or a generalized type of appearance.”

Yurman Design, 262 F.3d at 115 (citation omtted). A final

hurdl e is the congressionally-inposed requirenent that a
plaintiff prove that an unregistered trade dress is “not
functional.” 15 U. S.C. § 1125(a)(3) (West Supp. 2001); Nora

Beverages, 269 F.3d at 118; see also Traf Fix Devices, 532 U S. at

29.

The Second Circuit has held that “a plaintiff asserting that
a trade dress protects an entire line of different products nust
articulate the specific comon el enents sought to be protected.”

Yur nan Design, 262 F.3d at 118. Wiile trade dress is concerned

broadly with the overall |ook of a product, that does not permt
a plaintiff to “dispense with an articulation of the specific

el ements which conprise its distinct dress.” Landscape Forns,
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113 F.3d at 381. “[A] plaintiff’s inability to explain to a
court exactly which aspects of its product design(s) nerit
protection may indicate that its claimis pitched at an inproper
| evel of generality, i.e., the clainmant seeks protection for an

unprotectable style, theme or idea.” 1d.; see also Jeffrey

MIlstein, 58 F.3d at 33. 1In addition to specifying the el enents
of its trade dress, a plaintiff seeking trade dress protection
for an entire product |ine nust establish that the “overall | ook

in each separate product is consistent.” Yurman Design, 262 F.3d

at 116 (citation omtted). \Where protection for an entire line
of products is sought, the concern for protecting conpetition is

“particularly acute.” |d. (citing Landscape Forms, 113 F. 3d at

380) .

The plaintiff’s inability to articulate a trade dress for
its books and frames with sufficient particularity, as well as
plaintiff’'s failure consistently to use even its generally
descri bed trade dress neans that its trade dress clains nust
fail. Despite sone inconsistencies noted above, Schwartz
describes the trade dress in both her franmes and books as being
conposed of three elenents: (1) two or nore paper, paint, or
fabric surface patterns; (2) the division of those two or nore
surface patterns by a ribbon or a finding; and (3) three or nore

different findings in aline.! The Elenents frames and al buns do

1 Although the plaintiff adds that the findings “often”
I nclude a naneplate or frame, since the plaintiff does not assert
that these findings are always present, they are not essenti al
el ements of its trade dress.
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not enploy these trade dress elenents in a particular, uniform
configuration. Not all of the Elenents franes and books
incorporate this trade dress. Sonme of the franmes and books that
do contain these elenents al so include other significant design
el ement s.

Starting with the plaintiff’s franes, sone of the background
patterns of the rectangul ar and square franes are divided
hori zontally, others vertically, and still others enploy one
princi pal background pattern, with accents at the frane's outer
corners, or on alternate panels. Sone of the circular franes
consi st of multiple background patterns arranged around the
circle, others enploy a single background design trimed with a
different pattern. On the Elenents franmes, findings are arranged
in lines, rings, and square patterns, often around the rimof the
photo w ndow or even scattered on the frame surface. In sone of
the El ements frames, the background papers or patterns are
di vided by ribbons or bands of differently-patterned material,
but in others, different background designs are not divided by
any such el enent. Mreover, sone of the Elenents frames do not
appear to enploy any ribbon or banding at all. Wile the
el enents described by Schwartz as conposing the trade dress are
notabl e in varying arrangenents on the majority of frames in the
El ements line, the way in which these elenents are enployed in
the frame designs is not consistent and varies fromfrane to
frame.

The El ements books simlarly vary in their incorporation of
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the trade dress elenents and in their configuration. Background
patterns are arranged horizontally, vertically, in thirds, and in
guadrants. For some of the horizontally or vertically arranged
books, the different background designs take up equal portions of
the surface; for others, one background covers nore surface area.
The pl acenment of ribbons or trimon the book covers ranges from
ri bbons that separate different background patterns to ribbons
that accent the binding of the book. Some background pattern
interfaces, particularly on those books enploying three or nore
background patterns, are not set off by ribbons or trim The
findings on the book covers are nost often arranged in a |ine or
a cross, but the findings on sone of the El enents books are
arranged in a ring or arch shape. Several of the El enments books

contain accents of different background patterns at their
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I i near arrangenents of findings, nmeans that the plaintiff seeks
protection for the idea of ornanenting franes and books with
nmul ti pl e paper and fabric backgrounds, accented with various
ri bbons and trimas well as three-di nensional findings, as
opposed to any particul ar design configuration enploying these
el enents. The fact that many producers of frames, al buns, and
journals use identical or simlar elenents in their designs, is
evi dence that plaintiff’s purported trade dress “is no nore than
a concept or idea to be applied to particular products.” Jeffrey
MIstein, 58 F.3d at 33. Wiile the plaintiff contends that none
of these other designers and manufacturers use all three of the
trade dress elenents together “in the arrangenent defined” by the
El enents trade dress, the variability of the El enents designs
belies any contention that there is an “arrangenent” stable
enough to warrant trade dress protection.

Mor eover, because the specific elenments of the trade dress
listed by the plaintiff are not present in all of the Elenents
frames and books, trade dress protection for these two |ines of

products is not appropriate. See, e.d., Landscape Forns, 113

F.3d at 382. \While mnor variations nmay not prevent trade dress
protection, the variability in the Elenents designs is
significant.

Cting to Coach, Inc. v. W Care Trading Co., No. 99 Cv.

11672 (DLC), 2001 W 812126 (S.D.N. Y. July 18, 2001), Elenents
explains that it is “not necessarily seeking trade dress

protection . . . for every product it nmakes.” In Coach, a jury
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found a protectible trade dress in Coach’s “classic collection”
of | eather handbags. The elenents conprising the trade dress of
this collection were glove-tanned | eather, bound edges, heavy
brass or nickel-plated brass hardware, and a hangtag with a
beaded chain. 1d. at *1. These elenents were present
consistently on each handbag in the classic collection, which was
di stinct from other handbag coll ections produced and nmarketed by
Coach.

El ements has subm tted no evidence that its franmes and books
are divided into separate lines, with sone collections
incorporating the elenments of the trade dress while others do
not. The Elenments catal ogs describe the El enents picture frames
as foll ows:

Hand painted frames with an ecclectic [sic] yet

tineless feel. The beautifully painted surfaces are
adorned with findings, buttons, ribbons and el enents of
col | age.

Al of the frames are pictured together, with no demarcati ons as
to style, line, or collection, and with franmes incorporating the
trade dress el enents depicted al ongside those that do not. The
El ements books are described in the catal ogs as part of the
Cornelia Collection, which includes “all of [the El enents] paper
products: blank journals, scrap books (photo al buns), and address
books.” As with the frames, the books are displ ayed together,
with no categorization as to style, line, or sub-collection.
Because the plaintiff has not described the elenents of its

trade dress at a sufficient |evel of specificity for a jury to

15



find a protectible trade dress, and because plaintiff has not
presented sufficient evidence fromwhich a jury could find that
the plaintiff used its broadly defined trade dress consistently
in either of the lines of products for which it seeks trade dress
protection, the defendants’ notion for summary judgnent on
plaintiff’s claimof trade dress infringement is granted.

Finding no trade dress to warrant protection under the Lanham
Act, the plaintiff’s claimof trade dress dilution under the
Lanham Act nust also fail.

B. State Law d ai s

To establish a claimfor dilution under New York | aw,
plaintiff rmust prove (1) ownership of a distinctive mark, and (2)
i kelihood of dilution. N'Y. Gen. Bus. Law 8 360-1 (MKi nney
1996); New York Stock Exchange, Inc. v. New York, New York Hotel

LLC, 62 U.S.P.Q2d 1260, 2002 W. 483528, at *7 (2d Cr. Apr. 1,
2002); Federal Express Corp. v. Federal Espresso, Inc., 201 F.3d

168, 175 (2d Gr. 2000). The plaintiff having failed to
articulate a protectible trade dress in the design of its franes
and books, and thus having failed to denonstrate its ownership of
a distinctive mark, its state law dilution claimnmnust also fail.
The plaintiff's state law unfair conpetition claimfails for
the sane reason. “Under Federal or State |law, the gravanen of a
claimof unfair conpetition is the bad faith m sappropriation of
a commerci al advant age bel onging to another by infringenment or
dilution of a trademark or trade nane or by exploitation of

proprietary information or trade secrets.” Eagle Contronics,
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Inc. v. Pico Prod., Inc., 682 N Y.S. 2d 505, 506 (4th Dep’t 1998)

(enmphasis supplied). A common |aw unfair conpetition claim*“nust
be grounded in either deception or appropriation of the exclusive

property of the plaintiff.” H L. Hayden Co. v. Sienens Med.

S., Inc., 879 F.2d 1005, 1025 (2d Cir. 1989) (citation
omtted). There being no trade dress that qualifies for
protection and thus no trade dress in which the plaintiff has a
proprietary right, the plaintiff cannot nmake out a claimfor
unfair conpetition based on the bad faith infringenment of that

trade dress. See Yurman Design, 262 F.3d at 118 (reversing

j udgnment on unfair conpetition claimbecause judgnent on trade

dress infringenent claimwas reversed); Genesee Brewi ng, 124 F.3d

at 149; cf. Nadel v. Play-By-Play Toys & Novelties, Inc., 208

F.3d 368, 378 (2d G r. 2000) (“the |aw of property does not
protect against the m sappropriation or theft of that which is

free and available to all”).
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CONCLUSION
The defendants’ notion for summary judgnent is granted with
respect to all of plaintiff’s remaining clainms. The Cerk of

Court shall close the case.

SO ORDERED:

Dat ed: New Yor k, New Yor k
July 15, 2002

DENI SE COTE
United States District Judge
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